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DETAILED ACTION 

This office action is in response to the applicant's amendment filed on 
02/16/2006, wherein claim 19 has been cancelled. 

Upon further consideration, and in view of new ground(s) of rejections, the 
finality made in the previous office action is herein withdrawn. 

Currently claims 1-13 are pending, and are examined herein. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

Claims 1-13 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. 

The instant claims recite the limitation "A composition in the form of an 

aqueous emulsion or dispersion, said composition comprising wherein when 

said cosmetic application is a hair care composition, said hair care composition 
does not have a reshapeable effect". The instant specification on page 4, recites 
that "The hair care products, as described herein, are not reshapable hair styling 
compositions. Reshapable hair styling composition means a composition that can 
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be restored or modified without new material or heat being applied." The instant 
claims are drawn to a genus of the cosmetic compositions containing at least one 
copolymer comprising (i) about 10 to 85 weight percent of (meth)acrylate ester of 
C4 to C18 straight and/or branched chain alkyl alcohol, (ii) about 10 to 70 weight 
percent of (meth)acrylate ester of a saturated or unsaturated cyclic alcohol 
containing 6 to 20 carbon atoms and at least some hydrophilic monomer units, 
wherein said composition does not have a reshapeable effect. To provide 
evidence of possession of a claimed genus, the specification must provide 
sufficient distinguishing identifying characteristics of the genus. The factors to be 
considered include disclosure of complete or partial structure, physical and/or 
chemical properties, functional characteristics, structure/function correlation, 
methods of making the claimed compound/composition, or any combination 
thereof. Here, the only factor present in the claims is lack of reshapeable effect. 
There is no identification of any structures or structural elements or amounts of 
individual monomers that should be present in the copolymer in order for the hair 
care composition not to have a reshapeable effect. The mere recitation that the 
composition does not have a reshapeable effect does not suffice to define the 
claimed genus of cosmetic compositions because it does not indicate what these 
compositions are, i.e. the structure of the compositions, and, the amounts of the 
monomers that should be present in the copolymer in order not to have 
reshapeable effect, and, therefore, does not place the public in possession of the 
claimed invention. Thus, in the absence of sufficient recitation of distinguishing 
identifying characteristics or critical features, the specification does not provide 
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adequate written disclosure of the claimed genus because one skilled in the art 
cannot structurally visualize compositions having the claimed effect i.e said hair 
care compositions do not have reshapeable effect; thereby, not reasonably 
meeting the written description requirements of 35 U.S.C. 112, first paragraph. 
See MPEP 2163. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(g)(1) during the course of an interference conducted under section 135 or section 291, 
another inventor involved therein establishes, to the extent permitted in section 104, that 
before such person's invention thereof the invention was made by such other inventor and not 
abandoned, suppressed, or concealed, or (2) before such person's invention thereof, the 
invention was made in this country by another inventor who had not abandoned, suppressed, 
or concealed it. In determining priority of invention under this subsection, there shall be 
considered not only the respective dates of conception and reduction to practice of the 
invention, but also the reasonable diligence of one who was first to conceive and last to 
reduce to practice, from a time prior to conception by the other. 



Claims 1-5, 10-13 are rejected under 35 U.S.C. 102(g) based upon claims 
1-4, 6-8 of Rollat et al. Patent No. 6,689,346. 

Rollat el al. claims hair styling compositions comprising at least one 
copolymer comprising (a) from about 20 to about 80 weight percent of units 
derived from ethyl hexyl (meth)acrylate, (b) from about 5 to about 65 weight 
percent of units derive from isobornyl acrylate, and (c) from about 1 to about 15 
weight percent of units derived from (meth)acrylic acid. 
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Failure to present claims and/or take necessary steps for interference 
purposes after notification that interfering subject matter is claimed constitutes a 
disclaimer of the subject matter. This amounts to a concession that, as a matter 
of law, the patentee is the first inventor in this country. See In re Oguie, 517 F.2d 
1382, 186 USPQ 227 (CCPA 1975). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(f) he did not himself invent the subject matter sought to be patented. 

Claims 1-13 are rejected under 35 U.S.C. 102(f) because the applicant did 

not invent the claimed subject matter. 

Rollat el al. claims hair styling compositions comprising at least one 

copolymer comprising (a) from about 20 to about 80 weight percent of units 

derived from ethyl hexyl (meth)acrylate, (b) from about 5 to about 65 weight 

percent of units derive from isobornyl acrylate, and (c) from about 1 to about 15 

weight percent of units derived from (meth)acrylic acid. See column 5, lines 38- 

40; column 9, EXAMPLES 1 to 13; column 11-12; column 10, TABLE I. Thus, 

Rollat et al. anticipate instant claims 1-13. 
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Conclusion 



No claims are allowed. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Shobha Kantamneni whose telephone 
number is 571-272-2930. The examiner can normally be reached on 8 am-4 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 

examiner's supervisor, Sreeni Padmanabhan, Ph.D can be reached on 571-272- 

0629. The fax phone number for the organization where this application or 

proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. 'Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free), i 

Shobha Kantamneni, Ph.D 
Patent Examiner 
Art Unit 1617 
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